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with respect to matters of form, unless
otherwise indicated.

(b) The applicant, or in the case of a
reexamination proceeding, both the
patent owner and the requester, will be
notified of the examiner’s action. The
reasons for any adverse action or any
objection or requirement will be stated
and such information or references will
be given as may be useful in aiding the
applicant, or in the case of a reexam-
ination proceeding the patent owner,
to judge the propriety of continuing
the prosecution.

(c) An international-type search will
be made in all national applications
filed on and after June 1, 1978.

(d) Any national application may
also have an international-type search
report prepared thereon at the time of
the national examination on the mer-
its, upon specific written request there-
for and payment of the international-
type search report fee. See § 1.21(e) for
amount of fee for preparation of inter-
national-type search report.

NOTE: The Patent and Trademark Office
does not require that a formal report of an
international-type search be prepared in
order to obtain a search fee refund in a later
filed international application.

(e) Co-pending applications will be
considered by the examiner to be
owned by, or subject to an obligation of
assignment to, the same person if:

(1) The application files refer to as-
signments recorded in the Patent and
Trademark Office in accordance with
part 3 of this chapter which convey the
entire rights in the applications to the
same person or organization; or

(2) Copies of unrecorded assignments
which convey the entire rights in the
applications to the same person or or-
ganization are filed in each of the ap-
plications; or

(3) An affidavit or declaration by the
common owner is filed which states
that there is common ownership and
states facts which explain why the affi-
ant or declarant believes there is com-
mon ownership; or

(4) Other evidence is submitted which
establishes common ownership of the
applications.
In circumstances where the common
owner is a corporation or other organi-
zation, an affidavit or declaration may
be signed by an official of the corpora-

tion or organization empowered to act
on behalf of the corporation or organi-
zation.

(Pub. L. 94–131, 89 Stat. 685; 35 U.S.C. 6; 15
U.S.C. 1113,1123)

[43 FR 20465, May 11, 1978, as amended at 46
FR 29182, May 29, 1981; 47 FR 41276, Sept. 17,
1982; 50 FR 9381, Mar. 7, 1985; 57 FR 29642,
July 6, 1992]

§ 1.105 Completeness of examiner’s ac-
tion.

The examiner’s action will be com-
plete as to all matters, except that in
appropriate circumstances, such as
misjoinder of invention, fundamental
defects in the application, and the like,
the action of the examiner may be lim-
ited to such matters before further ac-
tion is made. However, matters of form
need not be raised by the examiner
until a claim is found allowable.

§ 1.106 Rejection of claims.
(a) If the invention is not considered

patentable, or not considered patent-
able as claimed, the claims, or those
considered unpatentable will be re-
jected.

(b) In rejecting claims for want of
novelty or for obviousness, the exam-
iner must cite the best references at
his command. When a reference is com-
plex or shows or describes inventions
other than that claimed by the appli-
cant, the particular part relied on must
be designated as nearly as practicable.
The pertinence of each reference, if not
apparent, must be clearly explained
and each rejected claim specified.

(c) In rejecting claims the examiner
may rely upon admissions by the appli-
cant, or the patent owner in a reexam-
ination proceeding, as to any matter
affecting patentability and, insofar as
rejections in applications are con-
cerned, may also rely upon facts within
his or her knowledge pursuant to
§ 1.107.

(d) Subject matter which is developed
by another person which qualifies as
prior art only under 35 U.S.C. 102(f) or
(g) may be used as prior art under 35
U.S.C. 103 against a claimed invention
unless the entire rights to the subject
matter and the claimed invention were
commonly owned by the same person
or organization or subject to an obliga-
tion of assignment to the same person
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